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M. B. Fauey Tosacco Co. v. SENIorR, ET AL. 
(247 Fed. Rep. 809) 
United States District Court 


Eastern District of Pennsylvania, December 22, 1917 


wwy 


1. Unrarr CompetTit1ion—PersonaL NAME. 


No person is to be debarred from the legitimate use of his name 
in business, except with his consent. Nor can any one by the adoption 
and use of the name or portrait of another without the latter’s con- 
sent, acquire as against him an exclusive right to the use of the name or 
portrait. 


2. Unrair Competirion—Lasers—Ricuts oF DEALER AND MANUFACTURER. 


A label applied by a manufacturer at the request of a dealer to 
goods made for and sold by the latter is not the property of the manu- 
facturer, in the absence of an agreement to that effect. When, there- 
fore, the latter ceases to make goods for the dealer, he loses his right 
to make use of the mark. 


8. Unram Competirion—Lasets—RIGunt To Use. 


The dealer’s approval of the act of the manufacturer in suing 
to restrain unauthorized use of the labels by a third person is no ad- 
mission of the manufacturer’s right to the label as against the dealer. 
They have a common interest in its protection. 


4. ReoGistration—UseE or Fatse Notice. 


The application in good faith of the words “Reg. U. S. Pat. Off.” to 
labels apparently registered in the Patent Office under the Copyright 
Act, involves no fraudulent purpose and does not impair the owner’s 
right to protect them against unfair competition. 


In equity. On final hearing. Decree for complainant. 


Trevor T. Matthews, of Philadelphia, Pa., for plaintiff. 
John J. Bollinger, of York, Pa., and George H. Stien, of Phila- 
adelphia, Pa., for defendants. 


Braprorp, District Judge: The M. B. Fahey Tobacco Com- 
pany, hereinafter referred to as the Fahey company, a corporation 
of Delaware, has brought its bill against Joseph Senior and H. N. 
Heusner, charging them with trade-mark violation and unfair com- 


petition. It appears from the evidence that the complainant was 
incorporated August 23, 1910, with power, among other things, to 
manufacture, sell and deal in cigars and other forms of tobacco. 
It was organized September 2, 1910, and was duly registered Sep- 
tember 10, 1910, in the proper office in Pennsylvania as a foreign 
corporation doing business in Chester. M. B. Fahey, whose name 














198 EIGHT TRADE-MARK REPORTER 


appears in the title of the complainant, for a number of years and 
until his death carried on business at No. 705 Edgemont Avenue, 
in Chester, Pennsylvania, as a wholesale and retail dealer in cigars 
and other forms of tobacco. He died February 18, 1910, leaving 
a will whereby he appointed his wife, Rebecca F. Fahey, and his 
brother Edward H. Fahey, his executrix and executor; and on or 
about August 11, 1910, they entered into a contract in writing with 
George B. Ditchfield and Oliver H. Perry for the sale to them of 
the stock, good will, and fixtures of the business theretofore carried 
on by the testator, and certain articles used in connection with that 
business. After Fahey’s death and until the execution of the above 
contract the business theretofore conducted by the testator was con- 
tinued by his personal representatives at the same place. Ditch- 
field and Perry on the organization of the complainant, which was 
created for the purpose of continuing the above mentioned business, 
transferred to it the right and interest acquired by them from 
Fahey’s estate under the above mentioned contract of sale. 

The defendant Heusner is a manufacturer of cigars in Han- 
over, Pennsylvania, and has there carried on such manufacture since 
May, 1895. Fahey from 1881 to 1886 or 1887 was a retail dealer 
in cigars and other forms of tobacco, and thereafter carried on a 
wholesale as well as retail business in the same. In the spring of 
1899 Heusner was manufacturing or negotiating for the manufac- 
ture of a certain brand of cigars for Fahey, and certain labels were 
prepared for use on boxes containing that brand so to be furnished 
by Heusner. These labels contained a cut or printed reproduction 
of a photograph showing Fahey’s head and shoulders with the words 
“Fahey’s Special’ above and the words “Havana Filler” below the 
cut. The right as between the complainant and the defendants to 
the use of these or substantially similar labels in connection with 
the sale of cigars is the principal bone of contention in this suit. 

From the spring of 1899 until the death of Fahey, nearly 
eleven years later, Heusner continued to use the above described or 
substantially similar labels on the boxes of cigars manufactured by 
him for Fahey, and, after the death of the latter, on boxes of cigars 
manufactured by him for those succeeding to Fahey’s business. 
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There is much and conflicting evidence as to the nature and extent 
of the right acquired by Heusner to the use of the labels. The 
complainant contends that it was and is entitled to their exclusive 
use, except so far as applied by Heusner to boxes of cigars manufac- 
tured for it, and that, business dealings between the complainant, 
as successor to Fahey’s business, and Heusner having been termi- 
nated, and he no longer manufacturing cigars for it, he has no right 
to use the labels on boxes of cigars manufactured for third persons, 
whether considered as trade-marks or merely trade-names or desig- 
nations. On the other hand, the defendants urge that Heusner 
acquired a right to the use of the labels in connection with the sale 
of cigars to persons other than Fahey or his successors in business, 
should he or they not order of Heusner enough cigars to justify a 
restriction of the use of the labels to cigars manufactured for him 
or them. Everyone, in the absence of self-imposed restraint, has 
a right to use his own name in his own business in connection with 
the sale of articles manufactured and prepared or selected by him, 
by way of advertising the same, provided he does so without intent 
to perpetuate a fraud upon others or indulge in unfair competition. 
He is not to be debarred from the exercise of that right unless by 
his own consent and this only to the extent to which he has bound 
himself to abstain from its exercise. No one can by merely adopt- 
ing and appropriating the personal name of another without the 
consent of the latter acquire as against him an exclusive right to the 
use of that name in connection with the sale of articles of the class 
to which it has been applied. And on stronger grounds no one can 
acquire an exclusive right as against a competitor in business by 
appropriating his name, different from his own, to be applied in the 
common business, without the consent of the business competitor; 
and the use of a fanciful design, peculiar style of lettering or orna- 
mentation or other distinguishing marks on the label bearing the 
name is immaterial. So, while one may adopt and apply his own 
portrait as a trade-mark for goods manufactured or prepared or 
selected and sold by him, he is not to be permitted, if at all, to 
apply the portrait of a competitor in business to similar goods 
without the consent of the latter and, in case of consent, only to the 
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extent assented to. To hold the contrary would lend judicial sanc- 
tion to the grossest kind of unfair competition in trade prejudicial 
at once to the innocent competitor and to the purchasing public. 
The evidence bearing upon the relative rights of the respective 
parties to the use of the labels is in some respects so contradictory 
as to make it necessary to rely in large measure upon the inherent 
probabilities or improbabilities disclosed in the case. The uncon- 
tradicted proofs show that Fahey possessed in high degree personal 
popularity in Delaware county, where Chester is located; but they 
do not show that he enjoyed such popularity in York county where 
Hanover is located and Heusner carried on the manufacture of 
cigars, or in places other than Delaware county. It also appears 
that when the use of a label containing a cut of his head and face, 
and his name, was suggested to Fahey he was loath to adopt the 
suggestion; but did so only after viewing his popularity as an 
element in the successful advertising of the cigars to be sold by 
him. The fact that he was engaged in the business of selling 
cigars in boxes to which labels bearing his picture and name were 
by reason of his popularity to be affixed raises a strong presumption 
that, in permitting Heusner to use such labels, he did not intend ab- 
solutely and for all time to deprive himself of the right to place 
them upon the cigars sold by him, though not manufactured by 
Heusner. Some stress is laid upon the fact that Heusner paid for 
the preparation and printing of the labels after negotiating with 
Fahey for their use as tending to show that he was acting princi- 
pally, if not solely, for his own benefit. Under the circumstances, 
however, such payment is entitled to but little, if any, weight on the 
question of exclusive right to the use of the labels. Heusner was 
interested in manufacturing for and selling to Fahey such cigars as 
the latter should desire to sell and was further interested that the 
quantity of cigars so to be furnished to Fahey should be increased 
through the use by the latter in his wholesale and retail business of 
labels bearing his picture and name. So Fahey, with a view to suc- 
cess in his business, was interested that sales should be increased 
from the affixing of the labels to the boxes containing the cigars 
manufactured for him by Heusner, and to be sold by the former 





pai 


Shee 


ie 


on buise te 








M. B. FAHEY TOBACCO CO, V. SENIOR, ET AL. 201 


especially in Delaware county. It was reasonable that Heusner, so 
long as he continued to manufacture for Fahey or his successors 
the brand of cigars desired by him or them, should have a right to 
use on the boxes the above mentioned labels; but it would be ex- 
tremely unreasonable, in the absence of a clear contract in that be- 
half, that after Heusner should cease to furnish cigars to Fahey or 
his successors the former should have as against the latter any ex- 
clusive right to such labels, or a right to use them in competition 
with the latter. So, while it would be but natural that Fahey should 
permit the use by Heusner of the labels so long as they should be 
applied to cigars of the required brand furnished by the latter to 
the former; it would be the height of unreason to impute to Fahey 
any intention that after Heusner should cease to manufacture cigars 
for him, he, Fahey, should be precluded from using in his own 
legitimate business labels bearing his picture and name, or be sub- 
jected to competition in their use by Heusner. And these remarks 
have application to Fahey’s successors in business equally with 
Fahey. 

There has been considerable testimony on the question who 
designed or selected the labels. This is unimportant; for even if 
the labels be viewed as trade-marks in contradistinction to mere 
trade-names or advertisements, the material inquiry is not who in- 
vented the labels, but by whom and by whose authority they were 
first applied to boxes of cigars. It is the use, and not the inven- 
tion, of a trade-mark that creates the exclusive right. A trade-mark 
actually applied for the first time by a manufacturer to articles 
made and sold by him to a dealer is not necessarily the property 
of the former; for if it be applied at the request and by the authority 
of the latter, to be used in connection with his sales, the former 
may or may not according to the circumstances of the particular 
case be treated as the agent of the dealer who through such appli- 
cation of the trade-mark acquires the exclusive right. If, however, 
the labels be viewed, not as trade-marks, but mere trade-names or 
advertisements, the question of unfair competition in trade through 
their use must be determined, not with reference to any exclusive 
right in or to the mark—for none exists—but upon the particular 
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facts disclosed. It is, I think, clearly to be gathered from the evi- 
dence that the arrangement between Fahey and Heusner for the 
use of the above mentioned labels contemplated the continuance of 
the relation between them of vendor and purchaser of cigars of the 
required brand, and that Heusner’s right t6 use such labels was 
conditioned upon the continued existence of such relationship be- 
tween them or their successors. Fahey and Heusner had a com- 
mon and mutual pecuniary interest in the use of the labels on the 
cigars manufactured by the latter for the former, and neither of 
them had as against the other any exclusive right to the use of the 
labels. Their use was equally advantageous to both of them. After 
the death of Fahey, Heusner continued to supply those succeeding to 
and carrying on his wholesale and retail business in Chester, includ- 
ing the complainant, with cigars of the required brand in boxes bear- 
ing the above mentioned labels. And this continued from the organ- 
ization of the complainant until February, 1914, and during that pe- 
riod practically all cigars bearing those labels were furnished by 
Heusner to the complainant. By virtue of the sale and transfer of 
the good will and business by Fahey’s personal representatives to 
Ditchfield and Perry, and subsequently by the latter to the com- 
plainant, and of Heusner continuing to manufacture cigars for 
Fahey’s successors in business, the complainant undoubtedly ac- 
quired the right to use the labels in question. Some friction having 
occurred between them, Heusner in February, 1914, ceased to fur- 
nish the complainant with cigars of the required brand, and began 
supplying them under the above mentioned labels, and a slip label 
adopted in 1913, and containing the words “Fahey’s Special,” to 
the defendant Senior, a tobacco salesman, who continues to sell the 
same so labeled to persons other than the complainant. This con- 
duct of the defendants, after the only legitimate reason for the use 
of the labels by Heusner or anybody under him ceased to exist, in- 
volves, unless there be some clear justification or excuse, such un- 
fair competition on their part as should be enjoined by this court. 
The right of the complainant to relief does not depend upon trade- 
mark ownership. The labels in question have been used and en- 
joyed by the complainant in the conduct of its legitimate business. 
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The defendants cannot be permitted to use them, bearing Fahey’s 
name and cut, on cigars not manufactured for the complainant by 
Heusner for the reason that such use would deceive, or be directly 
calculated to deceive, the purchasing public into the belief that 
cigars so labeled similar to those sold under the same labels by the 
complainant were made or selected and sold by the latter. 

The complainant claims that the labels were registered in the 
patent office, and in fact each of them bears the letters and ab- 
breviations “Reg. U. S. Pat. Off.” Its right to relief in this suit, 
however, cannot be supported by any proceedings in that office. 
There was and could be no compliance with the provisions of law 
touching the registration of trade-marks. Nor do the laws of the 
United States secure to the complainant the benefit of copyright 
in the labels. Aside from other reasons, in the first place the labels 
which are and have been applied do not bear the word “copyright,” 
or any abbreviation or letters suggestive of that idea. And, 
secondly, a mere copy of a photograph does not come within the 
domain of legislation under the constitutional power of Congress “‘to 
promote the progress of science and useful arts, by securing for 
limited times to authors and inventors the exclusive right to their 
respective writings and discoveries.” Const. art. 1, § 8. The 
word “writings” as here used has been liberally construed by the 
courts, but not broadly enough to include a mere mechanical repro- 
duction of the likeness disclosed in a photograph. In the Trade- 
Mark Cases, 100 U. S. 82, 94, 25 L. Ed. 550, the court said: 

“The ordinary trade-mark has no necessary relation to invention or 
discovery. * * * It is often the result of accident rather than design, and 
when under the act of Congress it is sought to establish it by registration, 
neither originality, invention, discovery, science, nor art is in any way 
essential to the right conferred by that act. If we should endeavor 
to classify it under the head of writings of authors, the objections are 
equally strong. In this, as in regard to inventions, originality is required. 
And while the word writings may be liberally construed, as it has been, to 
include original designs for engravings, prints, etc., it is only such as are 
original, and are founded in the creative powers of the mind. The writings 


which are to be protected are the fruits of intellectual labor, embodied in 
the form of books, prints, engravings, and the like.” 
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And in Higgins v. Keuffel, 140 U. S. 428, 431, 11 Sup. Ct. 731, 
732, 35 L. Ed. 470, the court said with reference to the constitu- 
tional grant of power: 

“This provision evidently has reference only’ to such writings and dis- 
coveries as are the result of intellectual labor. * * * It does not have any 
reference to labels which simply designate or describe the articles to which 
they are attached, and which have no value separated from the articles; 
and no possible influence upon science or the useful arts. * * * To be en- 
titled to a copyright the article must have by itself some value as a com- 
position, at least to the extent of serving some purpose other than as a 
mere advertisement or designation of the subject to which it is attached.” 

The scroll work on the labels is palpably insufficient to justify 
their registration under any act of Congress. In Lithographic Co. 
v. Sarony, 111 U. S. 53, 4 Sup. Ct. 279, 28 L. Ed. 349, the court 
recognized a vital distinction so far as securing copyright was con- 
cerned between a photograph as a mere mechanical reproduction, 
and a photograph as an original work of art involving originality of 
thought and conception in its production; the photograph in the 
former case not being the subject of copyright. In the case in hand 
the question is not how far a photograph may be the subject of copy- 
right, but whether a mere mechanical copy of a photograph comes 
within the copyright law. This question must be answered in the 
negative. 

Much stress is laid by the defendants upon the fact that Heus- 
ner in August, 1911, with the knowledge and approval of the offi- 
cers of the complainant brought suit in the court of common pleas 
of Delaware county against William F. Fahey and Edward H. 
Fahey, trading as Fahey Brothers, to restrain them from selling 
and disposing of cigars under the labels in question. I do not 
attach much importance to this circumstance, for the reason that at 
the time the suit was brought business dealings continued between 
Heusner and the complainant, and they had a common interest that 
the labels should not be used by others in unfair competition with 
them or either of them; and whether the defendants in that suit 
should be restrained from such wrongful use at the instance of 
Heusner, on the one hand, or of the Fahey company, on the other, 


was a matter of indifference. In either case a favorable result 
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would enure to the benefit of both Heusner and the complainant 
here. 

It appears from the evidence that a suit was brought by Heusner 
in April, 1914, in the court of common pleas of York county against 
Baugher & Kohler to restrain them from manufacturing and selling 
or disposing of cigars under the labels in question. The defendants 
set forth in their answer, among other things, that they were manu- 
facturing and labeling cigars for the Fahey company and for it ex- 
clusively, and were using the labels in question under its direction 
as owner thereof. A preliminary injunction was awarded in ac- 
cordance with the prayer of the bill, and an appeal was taken to 
and dismissed by the supreme court of Pennsylvania. Subsequently 
an agreement was entered into between counsel for the respective 
parties which, after providing for the use at final hearing of testi- 
mony theretofore taken in the suit, stipulated, among other things, 
that the final hearing should be dispensed with; that a decree should 
be entered enjoining the defendants as prayed in the bill; and that 
Huesner “hereby waives any claim which he may have for damages 
against the defendants by reason of the facts stated in his bill of 
complaint filed in said action and the entry of a final decree by the 
court as herein agreed upon.” A permanent injunction was 
awarded in accordance with the above agreement, and this was the 
end of the case. It appears that J. S. Black, Esq., who appeared 
and acted as attorney for the defendants received some compensa- 
tion for or on account of his services from the Fahey company 
through its president, and it is now insisted that the complainant is 
precluded from denying in this suit that Heusner or Senior acting 
by his authority has a right to use the labels in question. I do not 
think the decision in the case against Baugher & Kohler has the 
effect claimed for it. A judgment or decree binds parties and 
privies, but, while the complainant here had an interest in the sub- 
ject-matter of that suit, to be indirectly affected to a certain extent 
by its decision, and in view of that fact paid some compensation to 
the counsel for the defendants, the complainant was not technically 
or substantially a party to that suit either originally or by way of 
intervention. It had no power to examine or cross-examine wit- 
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nesses in nor to control the suit. The decision, therefore, could not 
bind the complainant here, unless it was in privity with Baugher & 
Kohler. Stryker v. Goodnow, 123 U. S. 527, 8 Sup. Ct. 203, 31 
L. Ed. 194; Litchfield v. Goodnow, 123 U. S. 549, 8 Sup. Ct. 210, 
31 L. Ed. 199. In Stryker v. Goodnow the court said: 

“We have not overlooked the fact that a brief was filed at the hearing 
in this court on behalf of the railroad company to support the claim of 
Wolcott that the title of that company was the best. Such a proceeding 
did not make the railroad company a party to the suit, or bind it by the 
decree. Being interested in the question to be decided, the company was 
anxious to secure a judgment that could not be used as a precedent against 
its own claims in any litigation that might thereafter arise in respect to its 
own property. It is not an uncommon thing in this court to allow briefs 
to be presented by or on behalf of persons who are not parties to the suit, 
but who are interested in the questions to be decided, and it has never been 
supposed that judgment in such a case would estop the interventor in a 
suit of his own which presented the same questions.” 

The Fahey company was not in privity with Baugher & Kohler 
within the meaning of the rule that a judgment or decree binds par- 
ties and privies. Privity “denotes mutual or successive relationship 
to the same rights of property” (Litchfield v. Goodnow, supra), 
and the rule is inapplicable where the person against whom an 
estoppel is urged acquired his interest in the subject-matter of the 
suit before its institution. Dull v. Blackman, 169 U. S. 243, 18 
Sup. Ct. 333, 42 L. Ed. 738. The doctrine of estoppel by record 
must, therefore, be held to have no application as against the com- 
plainant. 

The defendants contend that relief should be denied the com- 
plainant because, as asserted, it has not come into court with clean 
hands. This charge is based on two grounds. The first is, that 
the labels contain a false and deceptive statement in the use of the 
words “Havana Filler.” Fraud must be particularly alleged and 
strictly proved, and in view of the conflict of evidence as to the 
presence of Havana filler in the cigars manufactured for and sold 
by the complainant I am unable to find fraud or bad faith in the use 
of those words. The second ground on which bad faith is charged 
against the complainant is that, while the Fahey labels for which 
registration purports to have been first granted by the patent office, 
have printed on them the words “Copyright, M. B. Fahey Tobacco 
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Co. 1914,” this copyright notice was shortly thereafter removed 
from the labels and “‘Reg. U. S. Pat. Off.,” substituted. Counsel for 
the defendants in their brief stated that the complainant “was not 
satisfied with the copyright notice which appeared on the label and 
forthwith took it off and put on in its place the words ‘Reg. U. S. 
Pat. Off.’ which is the notice of registration to be affixed to a regis- 
tered trade-mark,” etc., and further, that the label “was not regis- 
tered as a trade-mark and there is some difficulty in determining 
from the copyright act and the trade-mark act the procedure fol- 
lowed by the patent office in registering labels which are to be 
affixed to articles of manufacture.” The legislation relating to 
copyright and the registration of trade-marks and labels is of such 
character as to create much uncertainty and confusion both within 
and outside the patent office with respect to its administration. And 
the truth of this remark has been exemplified in connection with the 
treatment by the patent office of the labels in question. Under the 
circumstances I am unable to perceive any ground on which a charge 
of bad faith may be sustained against the complainant on account 
of the change from a copyright notice to a mere statement of regis- 
tration in the patent office. For reasons already given neither of 
them was of any avail. The making of a false statement by one 
using a process or making and selling apparatus that the same has 
been patented with intent to deter others, having an equal right, 
from using such process, or making and selling such apparatus, is a 
fraud upon the public. But nothing of that kind, nor anything 
savoring of a fraudulent purpose in connection with the use by the 
complainant of the labels in question or with any action on its part 
in the patent office relating to them appears in the case. 

Under the laws of the United States “the competency of a 
witness to testify in any civil action, suit, or proceeding in the courts 
of the United States shall be determined by the laws of the state or 
territory in which the court is held.” (Rev. St. § 858, as amended 
[Comp. St. 1916, § 1464].) Heusner was a witness in this case 
and testified as to transactions and statements with and by Fahey 
and to other matters connected with him as to which he was under 
the laws of Pennsylvania an incompetent witness. While I have 
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examined all of his testimony and have disregarded such portions 
of it as, under the decisions in Pennsylvania he was incompetent to 
give, I have no hesitation in saying that, had he been competent to 
give all of his testimony, the conclysion reached by the court would 
not have been affected, in view of the direct and circumstantial evi- 
dence and the probabilities of the case supporting the contention of 
the complainant. 


For reasons already expressed in this opinion the complainant 
is entitled to the enjoyment of the labels as against these defend- 
ants; and consequently to an injunction and an accounting. For 
the same reasons the relief prayed by the defendants in their answer 
must be denied. 

A decree in accordance with this opinion may be prepared and 
submitted. 


Suravucer & JoHNSON v. PHiLtiure BerNarp Co. 
(247 Fed. Rep. 547) 


United States District Court, Northern District of Iowa, November 
7; 1977 
Unrair ComMPetTITION—J URISIDICTION, 

In a suit between citizens of the same state for infringement of a 
patent, the court cannot take jurisdiction of a cause of action for 
unfair competition between the same parties, separate and distinct 
from the patent infringement. 

In equity. On final hearing. Bill dismissed. 

For opinion of the court on motion for a preliminary injunction 
see 8 T. M. Rep. 50. 

The plaintiff, an Iowa corporation, brought this suit against 
the defendant, the Phillip Bernard Company, another Iowa corpora- 
tion, May 24, 1916, for the alleged infringement of United States 
letters patent No. 1,134,642, issued to Darius E. Shrauger, presi- 
dent of the plaintiff corporation, April 6, 1915, upon an applica- 
tion therefor filed in the Patent Office August 25, 1913, for im- 
provements in “metallic window frames.” The petition is in one 
count, and also alleges that plaintiff during the year 1912, ‘“‘adopted 
the word ‘Sunshine,’ as a trade-mark applicable to the metallic 
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window frames that were being manufactured and sold by plaintiff 
under said letters patent,” and that it was entitled to the exclusive 
use of said trade-mark; that defendant also unlawfully infringed 
said trade-mark as the name of “metallic window frames” which it 
was making and selling in infringement of plaintiff's said patent, 
and claims damages of the defendant in the sum of $35,000, for 
the unlawful infringement of plaintiff’s letters patent, and more 
than $25,000 for its alleged infringement of plaintiff's trade-mark, 
and prays judgment in treble damages therefor, and for an ac- 
counting and costs. October 26, 1916, the plaintiff amended its 
petition by adding thereto a paragraph alleging that defendant was 
guilty of unfair competition in trade in the use it was making of 
plaintiff’s trade-mark, in its advertising matter whereby defendant 
was fraudulently inducing the public to believe that the metal win- 
dow frame it was making and selling was in fact the plaintiff's 
window frame, and it prays an injunction against the defendant, 
restraining it temporarily and permanently from infringing plain- 
tiff’s said patent and trade-mark, and from further continuing its 
unfair competition in trade. 

The defendant answered the petition and amendment thereto: 
(1) Admitted the issuance of the patent in suit; (2) denied in- 
fringing the same; (3) alleged its invalidity for want of patentable 
novelty; (4) denied that it was guilty of unfair competition in 
trade; (5) denied the validity of plaintiff's alleged trade-mark; 
and (6) denied the jurisdiction of the court to entertain the suit so 
far as plaintiff claims for infringement of its alleged trade-mark, 
and for unfair competition in trade—and moves to dismiss the pe- 
tition for want of jurisdiction of the court to hear or determine 
such claims, and for costs. 


Orwig & Bair, of Des Moines, Iowa, for plaintiff. 
Thomas F. Griffin, of Sioux City, lowa, and E. G. Siggers, of 
Washington, D. C., for defendant. 
Reep, District Judge (after stating the facts as above): After 
taking its preliminary proofs, the plaintiff moved for a temporary 
injunction restraining the defendant during the pendency of this 


suit as prayed in the petition and amendment thereto, which was set 
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for hearing before Judge Wade, who upon the hearing of such mo- 
tion overruled the same. Shrauger & Johnson v. Phillip Bernard 
Co. (D. C.) 240 Fed. 131 [8 T. M. Rep. 50]. Thereafter the 
final proofs were taken, and the cause is now before the court for 
final hearing upon the merits. 

The defendant renews its motion to dismiss the suit for want 
of jurisdiction of the court as to plaintiff's claims for infringement 
of its alleged trade-mark, and for unfair competition in trade. So 
far as the suit is to recover from the defendant for the alleged in- 
fringement of the patent, and to restrain further infringement 
thereof, it is not denied that so much of the suit as so claims is 
within the jurisdiction of this court, irrespective of the citizenship 
of the parties thereto. But so far as it seeks to recover for the 
alleged infringement of plaintiff's trade-mark, and for unfair com- 
petition in trade, it is well settled that the federal courts have no 
jurisdiction of such controversies between citizens or corporations 
of the same state. Elgin National Watch Co. v. Illinois Watch Co., 
179 U. S. 665, 21 Sup. Ct. 270, 45 L. Ed. 365; Warner v. Searle & 
Hereth Co., 191 U. S. 195, 24 Sup. Ct. 79, 48 L. Ed. 145; Leschen 
& Sons Rope Co. v. Broderick & Bascom Rope Co., 184 Fed. 571, 
67 C. C. A. 418, affirmed 201 U. S. 166, 26 Sup. Ct. 425, 50 L. Ed. 
710; Ungles-Hoggette Mfg. Co. v. Farmers’ Hog & Cattle P. Co., 
232 Fed. 116, 146 C. C. A. 308. 

In Leschen & Sons Rope Co. v. Broderick Co., above, both 
complainant and defendant were corporations of Missouri engaged 
in manufacturing and selling wire rope in that state. The com- 
plainant had registered a trade-mark under the act of Congress of 
March 3, 1881 (21 Stat. 502, c. 188), under which it claimed the 
right to use said trade-mark as indicative of its manufacture. The 
appellant, who was the complainant below, filed its bill to restrain 
the defendant from infringing said trade-mark. The trial court 
sustained a demurrer to the bill and dismissed the suit. On appeal 
the Court of Appeals said: 


“Much is said in the brief of appellant to the effect that the defend- 
ant has been guilty of unfair trade competition by palming off on the 
public rope of its manufacture as complainant’s rope. This is a subject, 
however, over which the federal courts have no jurisdiction. Complainant 
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and defendant are both citizens of the same state, and for this reason jur- 
isdiction is confined to the trade-mark as registered. If that mark is in- 
valid, the federal courts are without authority to grant any relief on the 
ground of unfair trade competition.” 


The court found that the trade-mark was invalid, and that the 
court rightly dismissed the bill, and its decree was affirmed. In 
affirming this decree the Supreme Court, in Leschen Rope Co. v. 
Broderick, 201 U. S. 166, at page 172, 26 Sup. Ct. 425, at page 
427 (50 L. Ed. 710), said: 

“Nor can we assume jurisdiction of this case as one wherein the de- 
fendant had made use of plaintiff’s device for the purpose of defrauding 
the plaintiff and palming off its goods upon the public as of the plaintiff’s 
manufacture. Our jurisdiction depends solely upon the question whether 


plaintiff has a registered trade-mark valid under the act of Congress, and 
for the reasons above given, we think it has not.” 


And the decree of the court was affirmed. 

It is unnecessary to pursue this question further, for the 
plaintiff has no registered trade-mark, and the suit is wholly be- 
tween corporations of the same state. The defendant’s motion to 
dismiss the petition as to claims for infringing the plaintiff’s alleged 
trade-mark, and for unfair competition in trade must be and is sus- 


tained for want of jurisdiction. 
* * * * * 


Societe ANONYME pu FILTRE CHAMBERLAND SysTEME Pasteur V. 
CoNsoOLIDATED Fitters Co., INc., ET AL. 
(248 Fed. Rep. 359) 
United States District Court, Southern District of New York, 
January 9, 1918 


1. Unrair CompetitionN—PretimMiInary INJUNCTION. 

When the facts, regarding the defendant’s right to use a name as 
a trade-mark and trade-name, are wholly in dispute, a preliminary in- 
junction should not be granted. 

2. Unratr CompeTITION—SALE OF GENUINE ARTICLE. 

The sale of genuine goods under the proper name or trade-mark 
and not in competition with the lawful owner thereof, is not unfair 
competition and cannot be restrained. 

3. Unram Competition—InsunctTion—Persons Bounp THEREBY. 
An injunction binds the agents of the parties against whom it 
runs, and a further injunction against such agents is unnecessary. 
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Unrair Competition—Trape-NAME—ACQUIESCENCE IN ITS USE. 

When a business reputation has been built up by the use of a 
trade-name, over a long period of time, with the acquiescence of the 
original owner of the name, it would be inequitable to forbid the 
continuance of such use. 


In equity. On application for preliminary injunction. Denied. 


Ashley, Foulds & Galland, of New York City (Justin S. Gal- 

land, of New York City, of counsel), for complainant. 

Wollman & Wollman, of New York City (Achilles H. Kohn, 

of New York City, of counsel), for defendants. 

Manton, District Judge: The complainant seeks a prelimi- 
nary injunction restraining the defendants, dealers in filters and 
accessories, from the use of the trade-mark “Pasteur.” Complain- 
ant is a French corporation not engaged in business in America, ex- 
cept through agency. It also seeks to restrain the defendants from 
using the business name of Pasteur Filter Company and Pasteur 
Filter Agency, claiming unfair competition in the use of such 
names in the telephone book, City Directory and Telephone Red 
Book. The Pasteur Chamberland Filtre Company of America is 
the licensee of complainant in the United States. Pasteur’s sys- 
tem of filtration, and the apparatus employed therein, is what gave 
rise to the name; it having been invented and. patented by a man 
named Pasteur. The apparatus designed by Louis Pasteur and 
Charles Chamberland is designed to carry out a filtration system, 
whereby the passage of microbes and other suspended matter in 
water and fluids generally might be prevented, and the same 
rendered bacteriologically sterile. For this system and apparatus, 
the joint names of ‘Pasteur Chamberland” are used and form part 
of the corporate name of the complainant. 

A license for the manufacture and sale of this apparatus was 
granted to the Pasteur Chamberland Company of Dayton, Ohio, 
which expired on December 31, 1912, after which date the apparatus 
continued to be sold under said names, first by the Pasteur Filter 
Sales & Repairing Company, a New York corporation, under a sub- 
license from complainant, and upon the termination thereof in May, 
1916, by complainant’s present licensees, the Pasteur Chamberland 
Filter Company of America. 
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Prior to the organization of the defendant Consolidated Filters 
Company, Incorporated, in February, 1916, the defendants Oppen- 
heim and Lordly, in partnership, under claim of contract and au- 
thority, were engaged in selling filters and accessories manufactured 
by the plaintiff, and claimed authority to use these names by li- 
censes and agreement. This, they claim, to have assigned to the 
Consolidated Filters Company, Incorporated. Lordly, in July, 
1915, entered into a contract with the New York company, which 
was a sub-licensee of complainant, whereby he was permitted to sell 
and deal in Pasteur filters and tubes, in parts of the state of New 
York, with authority to advertise in the City Directory and tele- 
phone book. 

It is contended by complainant that whatever right was ac- 
quired under. this contract, which was assigned to the Consolidated 
Filters Company, Incorporated, it has terminated by time expira- 
tion, and that the continuation of the use of the names is an .n- 
fringement. The defendant also makes use of the term “agent” 
or “representative” of the complainant on its letter heads and ad- 
vertising matter, and also “sole New York representative of the 
Pasteur Chamberland Filter Company of Dayton, Ohio.” It ap- 
pears that an action was instituted in the United States District 
Court of Ohio against the Dayton company for infringement of its 
trade-mark. This action is still pending and undetermined, but a 
preliminary injunction has been granted, which permits the use of 
the name, providing the Dayton company ceases the manufacture 
of the apparatus. 

The affidavits submitted on each side are irreconcilable and 
wholly in conflict. The defendants presented a claim of right to 
use this name by consent of the complainant, and also make claim 
of certain contract rights secured by former negotiations resulting 
in contracts. On a motion for preliminary injunction, I do not 
think the court should decide this question of fact thus presented 
on affidavits, but should defer it until the trial is had. The de- 
fendants present affidavits which forcibly demonstrate that the fil- 
ters sold by them contained genuine tubes manufactured by the 
complainant, and all complainant’s tubes, treated by the defend- 
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ants, have been treated in accordance with the recommendations of 
the complainant, and no treated tubes have been sold as new, and 
claim that, the plaintiff not manufacturing in this country, the de- 
fendants cannot, therefore, be in competition with it. Thus it is 
claimed that the public has not been deceived, since the defendants 
sell only genuine Pasteur filters. Whether or not this claim is well 
founded depends again upon the determination of a question of fact 
presented in affidavits, which are hopelessly in conflict. If the de- 
fendants sold the genuine article, and were not in competition with 
the plaintiff, an injunction should not be granted (F. Gretsch Mfg. 
Co. v. Schoening, 288 Fed. 780, 151 C. C. A. 630), for the essence 
of the wrong consists in the sale of goods of one manufacturer or 
vendor for those of another, and this applies in trade-mark cases as 
in cases of unfair competition (Hanover Star Milling Co. v. Met- 
calf, 240 U. S. 408, 36 Sup. Ct. 357, 60 L. Ed. 713). 

The defendants further contend that the complainant has con- 
sented to and approved the use of the name Pasteur Filter Com- 
pany by defendants. The truth about this should not be deter- 
mined on the affidavits presented, but should be left to the trial 
court. There is not sufficient presented by the complainant to 
warrant the granting of a preliminary injunction. 

The effect of the decision of Judge Hollister in the Dayton 
Company Case does not aid the complainant here; for, if the com- 
plainant is correct in saying that the defendants here are the agents 
of the Dayton company, and can establish that position, it has the 
benefit of the injunction in the Ohio court, which restrains the 
Dayton company and its agents, and, if wrong has been committed 
against the complainant by the acts or conduct of the defendants, 
they are subject to the prohibitions and injunctive restraints placed 
upon the agents of the Dayton company. It does not, however, of- 
fer reason why a preliminary injunction should be granted here. 
In this action, then, too, it is claimed by the defendants that che 
complainant, by granting licenses or by contract obligations, has 
permitted the use of the name Pasteur Chamberland Filter Company 
in corporate names and otherwise, so as to constitute such conduct 
as to acquiesce in the use of the word “Pasteur” and relinquish 
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what right it may have in that name. If a reputation in business 
were established by the use of such trade-name for. a long period 
of time, and this permitted by the complainant, it would be in- 
equitable to forbid its continued use, when it lay within the power 
of the complainant at any time to have arrested the use of the trade- 
name by the defendants. 

However, these are all questions which I shall leave to the trial 
court, and deny the application for an injunction at this time. 


Empire Guano Co. v. JEFFERSON FERTILIZER Co. 
(78 Southern Rep. 53) 
Alabama Supreme Court, November 29, 1917 


1, Unratr Competition—EvivENCE. 

Statements of a salesman, made to a witness, that defendant’s 
goods were plaintiff's and were being supplied to the latter’s trade, 
are hearsay and incompetent as evidence of the fact. 

2. Uwnrarr CompetiTion—IMITATION OF PACKAGES. 

Plaintiff having no exclusive right to the word “Empire,” for fer- 
tilizers, held that the defendant’s “Empire of the South” brand was not 
so dressed as to be likely to be confused therewith. 

Appeal from a judgment of the Circuit Court, Jefferson County, 


dismissing the bill. Affirmed. 


Allen, Fiske & Townsend, of Birmingham, for appellant. 
Cabaniss & Bowie, of Birmingham, for. appellee. 


Sayre, J.: By its bill in this cause appellant sought to en- 
join appellee from labeling and selling or offering to sell to the 
trade a certain brand of fertilizer whereon, to follow closely the 
language of the bill, the word “Empire” was prominently displayed 
in such way as to imitate the brands of fertilizer offered for. sale by 
appellant, or in such way as to suggest that fertilizers labeled and 
offered for sale by appellee were labeled and offered for sale by 
appellant. It appeared in the proof that appellant, a manufacturer 
of fertilizers in the state of Tennessee, had for some years been sell- 
ing to the trade, to retailers in this state, a brand of fertilizers 
known as the “Empire” brand, when appellee in December, 1906, 
began to manufacture and place upon the market the “Warrior” 
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and the “Jefferson” brands. These terms were used by the re- 
spective parties in combination with numerous other descriptive 
words and phrases which were intended to designate the different 
composition of the fertilizers sold or the special uses to which they 
were best adapted. One of appellant’s combinations was “Empire 
Favorite Manure,” and appellant complained that appellee imitated 
this brand. For the season of 1905-06 appellant’s sales in this 
state amounted to something over 800 tons, of which one-fourth, 
approximately, went to the John Sutterer Fertilizer Company of 
Cullman. In January, 1907, appellee’s traveling agent, Robinson, 
who was at the time its secretary and treasurer also, went to Cull- 
man and there entered into a contract with the John Sutterer Fertil- 
izer Company for the sale of 250 to 350 tons of the “Warrior” and 
“Jefferson” bands, of which, as we understand the testimony of ap- 
pellee’s witness Whitfield, there were delivered prior to the pre- 
liminary injunction in this cause 55 tons branded “Empire of the 
South Cotton Guano” and 60 tons branded “Warrior” or “Jeffer- 
son.” Just before making the contract with the Sutterer Company, 
Robinson had sold 100 tons of the “Jefferson” brand to Steifelmeyer 
and 200 tons of the “Warrior” to Karter, both dealers at Cullman. 
This agent’s testimony is to the effect that after he had made the 
trade with Sutterer for the Sutterer Company, Sutterer wanted to 
know whether appellee company could put up a formula under the 
brand “Empire of the South Cotton Guano,” and indicated his desire 
for a brand different from those sold by his competitors in the local 
retail trade; whereupon appellee caused an investigation to be made 
of brands registered with the commissioner of agriculture at Mont- 
gomery, and, while finding appellant’s several brands there regis- 
tered along with some others containing the word “Empire,” con- 
cluded that no infringement upon any right of appellant would be 
involved, adopted the brand “Empire of the South Cotton Guano” 
along with its others, and, as before said, 55 tons of the goods sold 
to the Sutterer Company were shipped to it under that brand. 
An attack is made upon the credibility of this testimony by appell- 
ant’s witness Sanford, who testified that on a subsequent occasion 
appellee’s witness Robinson gave a different version of the circum- 
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stances of the contract with the Sutterer Company; but this is 
denied by Robinson; Sutterer is not examined; and, in the absence 
of any other testimony as to what occurred between Robinson and 
Sutterer on the occasion of appellant’s sale to the Sutterer Com- 
pany, we are disposed to accept Robinson’s version of the transac- 
tion. Still, we think, that while the suggestion of the brand in 
controversy came from Sutterer, and, as Robinson further testifies, 
the sale to the Sutterer Company did not depend upon any change 
in appellant’s brands, yet, the suggestion having been made, ap- 
pellee fell in with it and adopted it with a knowledge of the fact 
that it would probably carry a vague sort of appeal to some con- 
sumers who had theretofore been accustomed to use appellant’s 
brand of fertilizers, believing, however, that it had a lawful right 
to do so. Finally, so far as concerns appellee’s dealing with the 
brand in controversy and the ultimate results of that dealing, it is 
noted that there is no indication that appellee ever sold fertilizers 
under the brand to which appellant objects to any dealer or dis- 
tributor other than the Sutterer Company, nor is there any com- 
petent direct evidence that the Sutterer Company ever sold any 
fertilizer of appellee’s manufacture to any customer who had ever 
used or who was looking for fertilizer manufactured by appellant. 
Appellant’s witness Carr has testified that in the spring of 1907 
he had a conversation with a salesman of the Sutterer Company in 
its place of business in which the salesman pointed out appellee’s 
brand of “Empire of the South Cotton Guano” there in the com- 
pany’s warehouse as appellant’s “Empire” brand, and which, the 
salesman said, he was supplying to the trade that wanted the 
“Empire” goods. This evidence was hearsay, and cannot be con- 
sidered over appellee’s objection duly taken. No other testimony 
having been taken on this point, the inference that any of appellee's 
“Empire of the South Cotton Guano” was ever sold to any customer 
of the Sutterer Company is left to rest entirely upon the fact that 
the Sutterer Company bought that brand of fertilizer for the pur- 
pose of resale. That foundation may be accepted as sufficient for 
that inference, but it still remains to be determined whether any 
customer was deceived, and, in the state of the evidence before us, 
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the probability as to that depends upon the inquiry whether the 
brand used by appellee was fairly capable of deceiving any cus- 
tomer of the average intelligence of persons who use fertilizers and 
may have sought the particular. brand manufactured by appellant. 
Appellant originally filed its bill in this cause upon the theory 
that it was entitled to protection against an infringement of its 
alleged exclusive right to the use upon its fertilizers of the term 
“Empire” as a trade-mark. But the evidence disclosed the fact 
that this claim could not be maintained, and the bill was amended 
so that in its present shape it proceeds upon the ground of unfair 
competition, that is, upon the contention that, irrespective of the 
technical question of trade-mark, appellee palmed off its fertilizers 
by dressing them up in such manner as to deceive purchasers buying 
with the care usually exercised in such transactions, and intending 
to purchase fertilizers manufactured by appellant. We have be- 
fore us samples of the sacks or bags in which the respective parties 
offered their goods for sale to the trade, branded with the brands 
in controversy. So far as we are informed there was no visible or 
other sensible difference between these fertilizers. They were 
compounded substantially according to the same formula, one in 
common use, and were of equal value for the use intended to be 
served. The result of this litigation must turn then upon a consid- 
eration of the points of resemblance and of difference between the 
bags in which the fertilizers manufactured by the parties were 
sent to market. It is true that a test by which to reach a proper 
basis of decision is not to be had in noting differences that become 
apparent only when the bags are laid side by side, for the average 
purchaser has no opportunity for a comparison of that sort, and it 
is the tendency to carelessness on the part of buyers that makes un- 
fair competition possible and profitable. If the buyer has one 
article before him, the best he can do is to compare it with his 
memory of the other. Hence it is said that “the test of similarity 
is not visual comparison but memory comparison.” Nims, Unfair 
Competition (2d Ed.) §§321, 326. Still, the court, in a case like 
this, has no memory to be consulted, and, in deciding what is and 
what is not objectionable similarity, must decide by the impression 
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produced upon the eye by the disputed names, brands, or marks. 
The eye, with a glance of average carefulness, not microscopic, 
takes in the contending brands, and through the comparison thus 
made the mind finds its only satisfactory way to a judgment as to 
the existence of the alleged deceptive imitation. Nims, § 323. 
The bags used by appellant and appellee alike contained 200 pounds 
of fertilizer, and were labeled alike “200 lbs.,” but it is not shown— 
it is not probable— that the capacity of the bags in which appellee 
packed its “Empire of the South Cotton Guano” differed from that 
of the bags it used for its other brands, and, in any event, there 
could be no monopoly as to that. On each bag the formula of its 
contents is printed, and towards the bottom of the bags used by ap- 
pellee were printed or stenciled the words, “Manufactured by Jef- 
ferson Fertilizer Company, Birmingham, Alabama,” while in letters 
of about the same size on the bags used by appellant the words, 
“Manufactured by Empire Guano Company, Nashville, Tennessee” ; 
but all this as provided by statute. Appellant’s packages were 
further labeled in prominent letters in the following arrangement: 


HIGH GRADE 
EMPIRE 
FAVORITE 
MANURE 


Appellee’s were labeled in this fashion: 


EMPIRE OF THE SOUTH 
COTTON GUANO 


It may be properly noted also, we think, since the tout ensemble 
of each package is to be considered, that the reverse side of appell- 
ant’s bag carried a large representation of a red flag and upon it the 
words “The Empire Guano Company” in white letters; on the re- 
verse side of the bag used by appellee, in large black letters, the 
words “Jefferson Brand,” and between them, the first above, the 
second below, a picture two-thirds life size, a picture intended, we 
venture, to represent the author of the Declaration of Independence. 
“Seeing in such case is believing,’ as the Supreme Court of the 
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United States observes in Liggett & Myers Tobacco Co. v. Finzer, 
128 U. S. 182, 9 Sup. Ct. 60, 32 L. Ed. 395, and so, looking to the 
labels in dispute as they appeared upon the packages used by the 
parties, and remembering that appellant had no right to the ex- 
clusive use of the word “Empire,” we are unable to reach any satis- 
factory conclusion to the effect that the label used by appellee was 
calculated to deceive a purchaser intending to purchase fertilizer 
manufactured by appellant and buying with the care such a pur- 
chaser would usually exercise in such a transaction. Hence we are 
unable to say that there was error in the decrees rendered by the 
circuit court, sitting in equity, by which the temporary injunction 
in this cause was dissolved and appellant’s bill dismissed. 
Affirmed. 


Anperson, C. J., and McCieLian and Garpner, JJ., concur. 


New York Lire Insurance Co. Et at. v. OrPHEUM THEATER & 
REAtty Co. 


(171 Pac. Rep. 534) 
Washington Supreme Court, March 15, 1918 


1. Uwnram Competirion—Name or THEATER. 

The name used for several years upon a theater by the owners 
of the building continues to attach to the building during occupation 
thereof under a contract with its owners, by a theater company of the 
same name. The company, after its removal from the theater, is 
properly enjoined from using the name upon another theater in such 
a way as to indicate that this theater is the one which they previously 
occupied. 

2, Uwnrarr CompetitTion—Damaces. 

Where the evidence of damage is too speculative to allow of the 

fixing of any definite award, no relief in damages can be granted. 


Appeal from a judgment of the Superior Court, Kings County, 
in favor of plaintiff. Affirmed. 
Tucker & Hyland, of Seattle, for appellants. 
Winfield R. Smith, Miller & Lysons and Peters & Powell, all 
of Seattle, for respondents. 


Wensster, J.: From 1903 to April 3, 1908, Timothy D. Sulli- 
van and John W. Considine, the organizers and owners of substan- 
tially all of the capital stock of Sullivan & Considine, a corporation, 
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held under lease and operated through the medium of a corpora- 
tion known as the Orpheum Theater Company, a small theater on 
a portion of what is now the site of the Leary Building in the city 
of Seattle, which was named by them and known to the public as 
the Orpheum Theater. On the last-named date the theater was 
closed in order that the building in which it had been conducted 
could be razed preparatory to the erection of the Leary building. 
Prior thereto and until the latter part of July or the fore part of 
August, 1908, Sullivan & Considine also operated a theater known 
as the Colosseum, at Third Avenue and James Street on a part 
of what is the present site of the City-County building, at which 
time its name was changed to the Orpheum Theater, under which 
name it was operated until 1911, when a modern theater building 
erected by them at Third Avenue and Madison Street was com- 
pleted, equipped and furnished. The name “Orpheum” was given 
to the new theater; it being engraved on an onyx tablet permanently 
built in over the main entrance to the theater and otherwise promi- 
nently displayed on the building. 

On January 20, 1908, an agreement was made between Sulli- 
van & Considine, as party of the first part, Martin Beck, as party 
of the second part, and the Orpheum Circuit Company, as party of 
the third part, whereby the first party agreed to organize a cor- 
poration to be engaged exclusively in the business of conducting 
one high-class vaudeville theater in the city of Seattle, 40 per cent. 
of the capital stock of which to be delivered to the second party. 
The first party further agreed to obtain for the corporation a the- 
ater building suitably located and equipped for the presentation 
of such vaudeville performances, for which a reasonable rental was 
to be paid by the corporation. The second and third parties, for 
a stated consideration, were empowered to book all acts and at- 
tractions to be given in the theater during the life of the agree- 
ment. 

Pursuant to this contract Sullivan & Considine organized the 
Seattle Orpheum Company, the corporation therein provided for, 
and issued and delivered to Beck 40 per cent. of the capital stock 


thereof, retaining the remainder. They also sublet to the Seattle 
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Orpheum Company the theater building theretofore operated as the 
Colosseum Theater, in which the vaudeville performances stipu- 
lated in the contract were given. Upon the completion of the the- 
ater building at Third Avenue and Madison Street in 1911 it was 
leased by Sullivan & Considine to the Seattle Orpheum Company, 
where the entertainments were thereafter given until the contract 
was terminated in 1915. 

For many years prior to January 20, 1908, the Orpheum Cir- 
cuit Company and its predecessors in interest, to whose rights the 
appellant Orpheum Theater & Realty Company has succeeded, 
owned and controlled a circuit of vaudeville theaters in many large 
cities of the United States and the Dominion of Canada, designated 
and known to the public as the “Orpheum Circuit,” in which the- 
aters high-class vaudeville entertainment was presented. No such 
attractions, however, had been given in the city of Seattle prior 
to the making of the agreement above referred to, and none were 
thereafter exhibited in that city during the life of the contract, ex- 
cept in accordance with the provisions of such contract; nor had 
the name “Orpheum” been used in the city of Seattle for the pur- 
pose of designating vaudeville attractions, or as the name of any 
theater situate therein, prior to the making of the above-mentioned 
contract, except as the name had theretofore been used and applied 
by Sullivan & Considine in the manner hereinbefore stated. 

On June 24, 1915, after the cancellation of the contract of 
January 20, 1908, the Seattle Orpheum Company sublet the Or- 
pheum Theater to the appellant Orpheum Theater & Realty Com- 
pany for the season of 1915-16, during which time the attractions 
booked by the appellant from its Orpheum Circuit were exhibited. 

Upon the termination of the sublease the Orpheum Theater & 
Realty Company leased the Alhambra Theater, located at Fifth 
Avenue and Pine Street, to which it transferred all Orpheum Cir- 
cuit vaudeville performances, the Orpheum Theater at Third Ave- 
nue and Madison Street being leased to respondent Thomas Wilkes, 
who thereafter, through the stock company known as “Wilkes Play- 
ers,’ produced theatrical plays therein. 
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On September 20, 1916, respondents commenced an action in 
the Superior Court to enjoin appellants from naming, describing, or 
in any wise designating the Alhambra Theater by any name in 
which the word “Orpheum”’ is an essential, conspicuous, or promi- 
nent part, or by displaying advertisements calculated to lead the 
public to call or know that theater by the name “Orpheum,” and 
for damages in the sum of $5,000 for the alleged wrongful acts of 
the defendants in the use of such name. 

Upon the trial the court entered a decree enjoining the appel- 
iants from so using the name “Orpheum” in connection with any 
theater in the city of Seattle as to lead the public to know such 
theater by the name “Orpheum,” or to confuse the same with plain- 
tiffs’ Orpheum Theater at Third Avenue and Madison Street, and 
specifically ordered defendants to remove from the theater at Fifth 
Avenue and Pine Street two large electrically lighted street signs 
bearing the word “Orpheum.” The decree, however, reserved to 
defendant Orpheum Theater & Realty Company the right to use 
the word “Orpheum” as descriptive of the vaudeville attractions 
produced by it provided such use is not inconsistent with or in 
violation of the injunctive relief granted. Nominal damages in 
the sum of one dollar was awarded the plaintiffs. The defendants 
have appealed from the portion of the decree awarding the injunc- 
tive relief, and the plaintiffs from that portion thereof denying the 
claim for substantial damages. 

Appellant Orpheum Theater & Realty Company disputes re- 
spondents’ right to the exclusive use of the word “Orpheum” as the 
designation of their theater at Third Avenue and Madison Street, 
upon the grounds: First, that the theater was so named by license 
or permission of its predecessor, and that the privilege had been 
revoked ; and, second, that the theater was operated by a copartner- 
ship composed of Sullivan & Considine and the Orpheum Theater 
& Realty Company’s predecessor, and that upon the termination of 
the contract of January 20, 1908, the right to use the word “Or- 
pheum” reverted to it. It is further insisted that, even though the 
general injunction was proper, the court erred in directing the re- 
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moval of the electric signs. Of these contentions briefly in the 
order stated: 

From what has already been said it clearly appears that the 
prior right of respondents to use the name “Orpheum” to designate 
and identify their theater was acquired long prior to the execution 
of the January 20, 1908, contract; hence appellant could not have 
licensed its use by respondents. Moreover, the contract is signifi- 
cantly silent as to the name of the theater Sullivan & Considine was 
to furnish pursuant to its terms. If it had been the intention of 
appellant to grant or of the respondent to acquire the right to use 
the word “Orpheum” as the name of the theater then contemplated, 
the contract, which in all other respects was minute and particular 
of detail, would have so provided; especially so in view of the fact 
that at the time of its execution Sullivan & Considine was operating 
a theater in the city of Seattle under that name. Some contention 
is made that, because the name “Orpheum” was not transferred to 
the Colosseum Theater until about four months after the closing 
of the theater on the site of the Leary building, that its use was 
abandoned. It appears, however, that it was the intention of Sul- 
livan & Considine all the while to make the change and preserve 
its right to the use of the name. In the light of the attendant cir- 
cumstances we do not think so short a delay indicated any purpose to 
abandon its use. 

What has been said would seem to answer the second conten- 
tion; for, unless the name “Orpheum” was contributed to the al- 
leged partnership by appellant, such name would not revert to it 
upon the dissolution of the firm. However, there was no partner- 
ship. A corporation was organized, and the capital stock thereof 
distributed in accordance with the agreement of the parties. 

With respect to the removal of the electric signs we are satis- 
fied from the testimony and the numerous photographs introduced 
as exhibits that the character of the signs and the manner of their 
display were such as to lead the public to believe appellants’ theater 
was the Orpheum Theater, rather than the theater in which Or- 
pheum Circuit vaudeville was being given. This being true, the use 
of the signs amounted to unfair competition, and the order directing 


v= 
ta DP bt RO thE bash tlle. Sok 


ers Ect 


rece 


3 
s 
4 
; 
i 





HOSTETTER CO. V. HUGHES 225 


their removal was proper. Wright Restaurant Co. v. Seattle Res- 
taurant Co., 67 Wash. 690, 122 Pac. 348 [2 T. M. Rep. 197]; 
Martell v. St. Francis Hotel Co., 51 Wash. 375, 98 Pac. 116, 16 
Ann. Cas. 593. 

This brings us to the question presented by the cross-appeal. 
An examination of the record convinces us that the evidence relat- 
ing to the claim for substantial damages was altogether too specu- 
lative and indefinite to warrant the granting of such relief. So 
many uncertain elements are involved in determining the extent of 
plaintiffs’ damage occasioned by the acts of defendants that it is 
impossible to fix any definite award. 

The decree of the lower court carefully and correctly defines 
the rights of the parties in the premises. Finding no error, the 
judgment is affirmed. 

Exus, C. J., and Parker, Marin and Futterton, JJ., concur. 


Hostetter Co. v. HuGHes 
(169 N. Y. Supp. 997) 
New York Supreme Court, Appellate Term, First Department, 
April 9, 1918 
New York StTatuTeE—PENALTY. 


In an action under §367 of the General Business Law, to recover a 
penalty for refilling a bottle bearing plaintiff’s label, evidence of three 
witnesses that they had marked the bottle and on two subsequent 
visits had found the contents increased, is sufficient to support a re- 
covery. 

Appeal from Municipal Court, Borough of Manhattan, First 
District. From a judgment for defendant, after trial without a 


jury, plaintiff appeals. Reversed. 


Theodore E. Larson, of New York City, for appellant. 
Herman Lubetkin, of New York City (Louis Scheuer, of New 


York City, or counsel), for respondent. 

Per Curiam: This action is brought by plaintiff to recover 
the statutory penalty provided by section 367 of chapter 20 of the 
Consolidated Laws, known as the General Business Law; the 
charge being that defendant sold and offered for sale out of a bottle 
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bearing plaintiff's label an article other than the original contents 
of the bottle placed therein by plaintiff. 

Plaintiff, by three witnesses, whose testimony was unshaken 
and unimpeached, proved clearly that a bottle which one of them, 
in the presence and view of the others, had appropriately marked 
on the occasion of their first visit, was, on a subsequent visit, given 
to them to pour out drinks therefrom, and the quantity of its con- 
tents had twice increased. Defendant and one of his barkeepers 
(the other not being produced) testified that they had not refilled 
the bottle. 

The violation was so plainly and overwhelmingly proved that 
we are bound to assume that the learned judge below must have 
proceeded on some erroneous theory of law. As we see the case, 
plaintiff was unquestionably entitled to recover. Hostetter v. Mc- 
Gowan, 101 Misc. Rep. 501, 167 N. Y. Supp. 276. See, also, 
Hostetter Co. v. Bruder, 167 N. Y. Supp. 278; Hostetter Co. v. 
Hanley, 167 N. Y. Supp. 279; Cullinan v. Furthman, 187 N. Y. 
165, 79 N. E. 989; City v. Gurowitz, 78 Misc. Rep. 511, 188 N. Y. 
Supp. 616. 

Judgment reversed, and new trial granted, with $30 costs to 
appellant to abide the event. 


Frank C. WituiaMs v. Joon B. A. Kern & Sons 


Court of Appeals of the District of Columbia 
March 4, 1918 
INFRINGEMENT—GOoDs OF THE SAME DeEscriIPTIVE PROPERTIES. 

Self-raising pancake flour is goods of the same descriptive prop- 
erties with wheat flour. The test is not whether buyers would confuse 
the products, but whether they would confuse the source from which 
they come. 

Appeal from a decision of the Commissioner of Patents sus- 
taining an opposition. Affirmed. 


J. R. Edson and Thos. G. Steward, for appellant. 
William G. Henderson, for appellee. 
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This is a trade-mark opposition. It appears that appellant 
applied for registration of the word “Success” as a trade-mark for 
self-raising pancake flour and cornmeal. Appellees opposed the 
registration on the ground that they and their predecessors have 
continuously, since 1873, used the word “Success” as a trade-mark 
for flour. They first registered the mark in 1902, and reregistered 
it in 1915. From the decision of the Commissioner of Patents sus- 
taining the opposition and denying appellant right to registration 
this appeal was taken. 

The single question involved is whether the goods of the re- 
spective parties possess the same descriptive properties, and the use 
of appellees’ trade-mark by appellant would be likely to create con- 
fusion in trade by leading purchasers to believe that appellant’s 
goods were manufactured by appellees. It is on this ground that 
appellees urge they would sustain damage. The goods of the re- 
spective parties belong to the general classification of flour, and are 
common in their source of manufacture. Each is a product of the 
milling business. Each can be readily associated with the product 
of one engaged in the milling business. The test is not whether a 
user would make the improbable mistake of using appellant’s pan- 
cake flour for appellees’ wheat flour, but whether a purchaser would 
be likely to purchase appellant’s product believing it had been manu- 
factured by appellees. The test here is not in the likelihood of con- 
fusing the products, but the source from which they come. The 
distinction is clearly stated in American Stove Co. v. Detroit Stove 
Works, 31 App. D. C. 304, where the word “Jewel” as a trade-mark 
for gasolene or vapor stoves was involved. The word had been 
registered by the Detroit Company as a trade-mark for coal and 
wood stoves. It was contended by the American Stove Company 
that there was a fundamental difference between vapor or gasolene 
stoves and coal or wood stoves and that there could be no possible 
room for confusion, in that no one could mistake a gasolene stove 
for a coal or wood stove. On this point the court said: “Gasolene 
or vapor stoves are used for the same purpose as coal and wood 
stoves and belong to the same genus. The structural differences 


existing between them are largely due to the character of the fuel 





) 
| 
| 


2 in Se a 











228 EIGHT TRADE-MARK REPORTER 


used. We agree with the Commissioner that ‘to permit one manu- 
facturer to use upon his vapor. and gasolene stoves the mark upon 
which another manufacturer had built up a trade in coal and wood 


” 


stoves would inevitably lead to mistakes and confuse purchasers.’ 


The decision of the Commissioner of Patents is affirmed, and 
the clerk is directed to certify these proceedings as by law required. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Descriptive Terms 


Newron, C.: The trade-mark “Sprinkleproof’’ for ribbons is 
descriptive, meaning not injured by water, this being the meaning 
it is meant to convey.’ 

Cray, A. C.: The term “NuVogue,” as a trade-mark for piece 
goods is descriptive. Whoever so desires has a clear right to state 
that his goods are “new vogue” goods. (Ea parte, P. W. Minor & 
Sons, 101 O. G. 2079; C. D. 1902, p. 431).2 

Cray, A. C.: “Hurts Only Dirt” for scouring preparation is 
not used on applicant’s labels as a trade-mark, but descriptively. 
However used, it would be descriptive and unregistrable.* 

Cray, A. C.: The word “Kitchen” for scouring powder is de- 
scriptive and was not used as a trade-mark by applicant. More- 
over, it was held descriptive in Ex parte, Fitzpatrick, 117 Ms. Dec. 
138.* 

WuitenHeap, A. C.: The words ‘“Hudson-Balata” for cotton 
and canvas fabric belting refused registration on the ground that 
“Hudson” is geographical and “Balata”’ descriptive.® 

Newton, C.: The trade-mark “Rufix,” for plastic and liquid 
substance for repairing roofs is not descriptive. No one would 
need it to describe his material. (Cf. “Cumfy-Cut,” Ez parte, 
Boyce, Wheeler & Boyce, 199 O. G. 617).® 


‘Ex parte, Wertheimer Bros., 124 Ms. Dec. 425, October 31, 1917. 
* Ex parte, Hansahoe Mfg. Co., 124 Ms. Dec. 438, November 2, 1917. 
* Ex parte, Fitzpatrick Bros., 124 Ms. Dec. 462, November 8, 1917. 
*Ex parte, Fitzpatrick Bros., 124 Ms. Dec. 466, November 8, 1917. 
5 Ex parte, Hudson Mechanical Rubber Co., 124 Ms. Dec. 491, Novem- 
ber 14, 1917. 
* Ex parte, Sears Roebuck & Co., 125 Ms. Dec. 135, December 10, 1917. 
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Newton, C.: “EET-NISE” on a red background, surrounded 
by a border, as a trade-mark for bread, is not descriptive. It would 
never be properly used to describe bread.’ 

Cray, A. C.: The word “Granular” as a trade-mark for 
finishing lime is descriptive.” 

Cray, A. C.: The trade-marks “Selecte” and “Selecto” for 
shirts, are both descriptive and should be refused registration.* 

Cray, A. C.: <A trade-mark for autographic registers, consist- 
ing of a fragment of the feeding roll of the paper showing how it is 
carried on teeth to the roll, and the words “Kant Slip,” is descrip- 
tive.* 

Cray, A. C.: The trade-mark “Easyset,” for window sash 
is descriptive. The goods are fixed sash for plate glass, made up of 
sheet metal parts.° 

Newton, C.: The trade-mark “Zinclad” for nails is descrip- 
tive. It is common to cover nails with zinc, to prevnet rust. (See 
Duplex Metals Co. v. Standard Underground Cable Co., 220 Fed. 
Rep. 989, “Copperclad’’ ).° 

Cray, A. C.: The trade-mark “LocNob” for lamp chimneys 
and globes, is descriptive. It is a mere misspelling of the words 
“Lock Knob,” which describes a well-known form of lamp chim- 
ney, with a catch lug or fastening projection thereon.’ 

Cray, A. C.: The words “Twin Fire” as a trade-mark for 
combined coal and gas furnaces, are descriptive.® 

Cray, A. C.: The registration of a mark for underwear, con- 
sisting of a man in underwear, being measured with a tape meas- 
ure, was opposed by the user of a picture of a man so clad, on boxes. 
The opposition was sustained. The registration would challenge 
the right of the opposer to continue to mark its boxes as before, and 


* Ex parte, Braun Bros. & Co., 125 Ms. Dec. 137, December 10, 1917. 

* Ex parte, New England Lime Co., 125 Ms. Dec. 259, January 10, 1918. 
’Rice Stix Dry Goods Co. v. Doyle Kidd Dry Goods Co., 125 Ms. Dec. 

283, January 12, 1918. 

*Ex parte, Standard Register Co., 125 Ms. Dec. 314, January 18, 1918. 
* Ex parte, Kawneer Mfg. Co., 125 Ms. Dec. 389, January 30, 1918, 

* Ex parte, W. H. Maze Company, 125 Ms. Dec. 407, January 31, 1918. 
"Ex parte, R. E. Dietz Co., 125 Ms. Dec. 470, February 13, 1918. 


* Ex parte, Thatcher Furnace Co., 125 Ms. Dec. 497, February 19, 1918. 
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the mark is not a good trade-mark, but descriptive of the goods in 
the box on which it appears.’ 

Cray, A. C.: “S-P-O-K-T-I-T-E,” written in circular form, 
as a trade-mark for a liquid to expand or prevent shrinkage of wood 
and for dyes, is not descriptive. It merely suggests a function; it 
does not describe. Nor does it exclude anyone from any known or 
usual way of describing such a liquid, or its purpose.” 

Cray, A. C.: A mark for hot water heating systems and boil- 
ers, consisting of a bracket formed of two tall capital letters ““K”’ in 
which appear smaller letters ‘“ompa,”’ to form the word “KompaK,” 
is not “merely” descriptive. The reason for the law interdicting the 
registration of descriptive terms is that it would curtail the rights 
of others in the free use of language. This mark, as a whole, puts 
no restraint on the right to use the word “compact” descriptively.* 

Cray, A. C.: The use of an arrow to indicate direction quite 
likely goes back to the first writing of man. The arrow is not and 
never was anybody’s trade-mark, nor could it have been, because 
one of the widest known and most used functional signs in existence. 
It is often advisable to rotate automobile tires in a certain direction, 
and this is usually and almost necessarily indicated by an arrow. 
It is a functional sign, a descriptive symbol and common property.‘ 


Geographical Terms 


Cray, A. C.: The word “Plymouth,” as a trade-mark for 
poultry food is geographical.® 


Newton, C.: “Old English,” as a trade-mark for floor wax is 
geographical.® 
Newton, C.: The word “Osceola” as a trade-mark for flour 


and cereal products is not geographical in its primary significance. 


1B. V. D. Co. v. Atlas Underwear Co., 125 Ms. Dec. 159, December 12, 
1917. 

* Ex parte, Eureka Liquid Wheel Tightener Co., 124 Ms. Dec. 325, Oc- 
tober 16, 1917. 


* Ex parte, Long-Landreth-Schneider Co., 124 Ms. Dec. 342, October 18, 
1917. 


*Needham Tire Co. v. Hood Rubber Co., 124 Ms. Dec. 396, October 
29, 1917. 


* Ex parte, Collis Co., 125 Ms. Dec. 496, February 19, 1918. 
* Ex parte, A. S. Boyle Co., 125 Ms. Dec. 282, January 12, 1918. 
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but is the name of an Indian Chief. (Castner v. Coffman, 91 O. G. 
2003, distinguished ).’ 


Proper Names 


Newton, C.: The trade-mark “Lee-Union-Alls,” written on 
a triangle-shaped panel, with the name “Lee” at the apex, for one- 
piece work suits, shows sufficiently distinctive use of the name 
“Lee” to be registrable, particularly in view of the prior registra- 
tion of the word “Union-Alls.’’” 

Newton, C.: A panel with the name “Forhan” at the top and 
below the facsimile signature of R. J. Forhan for a pyorrhea 
preparation is registrable. The signature is registrable and the 
addition of the other features, in view of their character, should 
not prevent the registration of the whole mark.* 

Cray, A. C.: The word “Frankel” for electrical connectors, 
with the top of the “F” extended over the other letters and a heavy 
paraph under and on top of the letters in a curved line, is sufficiently 
distinctive to be registered. It would not interfere with any legiti- 
mate use of his name, by another of the same name.‘ 

Newton, C.: The trade-mark “Waugh,” in a diamond-shaped 
figure, with the “U” much longer than the end letters, is doubtful, 
but is sufficiently distinctive to be registered.® 

Cray, A. C.: The words “Lotta Ware,” in script, as a trade- 
mark for children’s dresses, is not the name of any known individual, 
though it might be the name of a person. Its significance other- 
wise indicates the contrary, and it is held registrable.® 

Newton, C.: The word “Bryant,” surmounting a shield, the 
name having the configuration of the upper part of the shield and 


*Ex parte, Consolidated Grocery Co., 125 Ms. Dec. 281, January 12, 
1918. 


* Ex parte, H. D. Lee Mercantile Co., 124 Ms. Dec. 348, October 19, 
1917. 

* Ex parte, Forhan Co., 124 Ms. Dec. 349, October 19, 1917. 

‘Ex parte, Frankel Connector Co., Inc., 125 Ms. Dec. 129, December 
8, 1917. 

*Ex parte, Denver Rock Drill Mfg. Co., 125 Ms. Dec. 136, December 
10, 1917. 


*Ex parte, Fitchburg Garment Co., 125 Ms. Dec. 178, December 20, 
1917. 
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together making a complete shield is distinctive. The provision 
for the registration of proper names should be liberally construed. 
Held registrable, as a trade-mark for electric sockets, etc.’ 

The word “Madison” in stump script except the “M,” which is 


in ordinary script and a paraph underneath, as a trade-mark for 
pianos, is a mere surname and is geographical.” 


Conflicting Marks 

Newton, C.: The trade-mark “Major C” and “Big C”’ for 
flour do not conflict. “Major C” does not convey the idea of size 
and they are easily distinguished. There are other marks, prior to 
these, showing C registered for flour, so this feature is nobody’s 
property.* 

Newton, C.: A trade-mark, consisting of the representation 
of a young woman holding a sheaf of wheat and the name “C. Lee 
Martini” written across the picture, is prima facie in conflict with 
the registration of a trade-mark, showing a young woman holding 
a sheaf of corn and the words “The Sweetheart of the Corn” writ- 
ten across the same.* 

Newton, C.: The word “Beechwood,” as a trade-mark for 
canned fruits, conflicts with “Beechnut” and the representation of 
a beechnut.® 

Cray, A. C.: The words “Royal Society,” as a trade-mark 
for canned fruits and vegetables, is confusingly similar to “Royal” 
for the same goods.® 

Cray, A. C.: The trade-mark “Vigorosa” for wheat flour, is 
not deceptively similar to a mark including the word “Vigorol’” 
and the picture of a man lifting a weight. The word ‘“Vigorol’” is 
not the most striking feature of the mark.’ 


* Ex parte, Bryant Electric Co., 125 Ms. Dec. 182, December 22, 1917. 

* Ex parte, Krakauer Bros., 125 Ms. Dec. 258, January, 1918. 

*Chapman Milling Co. v. Colorado Milling & Elevator Co., 125 Ms. 
Dec. 476, February 14, 1918, 

* Kellogg Toasted Corn Flake Co. v. Vineland Preserving Co., 125 Ms. 
Dec. 458, February 12, 1918. 

*Beechnut Packing Co. v. NossKamp Bros. Co., 125 Ms. Dec. 455, 
February 12, 1918. 
*Ex parte, Gowan-Lenning-Brown Co., 125 Ms. Dec. 397, January 30, 
1918. 
"Ex parte, Leopold Gross, 125 Ms. Dec. 398, January 30, 1918. 
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Cray, A. C.: The words “Drifted Snow,’ shown as covered 
on top with snow, as a trade-mark for flour, is prima facie in con- 
flict with prior registration showing the words “Snow Drift,” and 
an interference cannot be had.’ 

Cray, A. C.: The words “Krew-Pina,” as a trade-mark for a 
salve remedy for coughs and colds, does not conflict with “Crou- 
pine,’ for a croup remedy.” 

Cray, A. C.: An application to register the picture of an en- 
gine and the word “Engine,” in a diamond-shaped figure for coats, 
overalls and work shirts, does not conflict with the prior registra- 
tion of the representation of a railroad train and the words “Original 
Lebanon Overalls.” One brand would be called “Lebanon” and 
the other “Engine.””* 

Cray, A.C.: The words “Celro-Kola” interfere with the prior 
use of the trade-mark ‘“‘Celery-Cola” on syrup for soda water.* 

Cray, A. C.: The picture of a negro boy eating a piece of 
watermelon, for pancake flour, is not likely to be confused with the 
picture of a negro woman wearing a turban and the name “Aunt 
Jemima” for self-rising flour and other products. There is no 
right to monopolize broadly the picture of the head of a negro.° 

Cray, A. C.: “Phos-Fer-Tone” in script, with a heavy dash 
under the word, for a tonic tablet (Class 6), does not conflict with 
“Phos Ferrone’’ for an iron tonic beverage (Class 00, No. 69, 100). 
The latter registration was granted over “Phos-Ferrine” for nerve 
tablets, on the ground of difference of the goods, and the same 
argument holds now. One is a medicine and the other a beverage 
sold at soda fountains.°® 

Cray, A. C.: A trade-mark for lubricating oil, consisting of S 
with a stenciled circle surrounding it, is confusingly similar to a 
previously registered mark, consisting of an S over the figure of a 


* Ex parte, Sperry Flour Co., 125 Ms. Dec. 395, January 30, 1918. 

* Ex parte, Drew-Pina Company, 125 Ms. Dec. 397, January 30, 1918. 

*Ex parte, Heidenbe Bros., 125 Ms. Dec. 390, January 30, 1918. 

“Mayfield Mfg. Co. v. Celro-Kola Co., 125 Ms. Dec. 191, December 22, 
1917. 

*Aunt Jemima Mills Co. v. Kirkland Distributing Co., 125 Ms. Dec. 
132, December 10, 1917. 

*Phos-Ferrone Mfg. Co. v. Isidore Horovitz, 125 Ms. Dec. 32, Novem- 
ber 22, 1917. 
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woman at a sewing machine. The mark would be regarded as pri- 
marily the letter “S.’” 

Newton, C.: An opposition involving the question of con- 
fusion between the marks “Glossilla” and “Flosola’” should not be 
dismissed on motion, in view of similarity of sound. Actual con- 
fusion may, perhaps, be shown by the testimony.” 

Newton, C.: An application to register the words “Lucky 
Star” and the representation of a gold star with a four leaf clover 
thereon for canned vegetables, should not be refused because of 
numerous other registrations showing a star, which appears to be 
public property for these goods. The mark should be published 
and registered, if not opposed. (Liggett & Myers Tobacco Co. v. 
Finzer, 128 U. S. 182 followed.)* 

Wuiteneap, A. C.: A mark for kerosene oil, consisting of 
the letter “C” in red, whereby the goods are known as “Red C” 
oil, and sometimes as “Red Seal’’ oil, would be infringed upon by 
the use of a red seal by another, since thereby the latter’s goods 
would be known as “Red Seal” oil. Confusion would easily re- 
sult. The similarity of sound must be taken into account in de- 
termining the question of infringement.* 

Cray, A. C.: The word “Royo” for coffee surrounded with 
representations of rays of light, will not conflict with the word 
“Ra-Mo” for the same goods.° 

Cray, A. C.: The word “Keystone” for snap fasteners, the 
“K” being large and with a tail in the form of a paraph under the 
words, does not conflict with “Koh-i-noor,”’ this “K’ also having a 
heavy paraph. The association of the former mark, in use with the 
picture of a keystone, only accentuates the difference between the 
marks. The writing of the letter “K” with a paraph is common.® 


* Ex parte, Standard Oil Co., 125 Ms. Dec. 10, November 20, 1917. 

* Bernhard Ulman Co., Inc. v. Nontuck Silk Co., 124 Ms. Dec. 467, No- 
vember 10, 1917. 

’ Ex parte, R. G. Charles, 124 Ms. Dec. 484, November 12, 1917. 

*Red “C” Oil Mfg. Co. v. Red Seal Oil Co., 124 Ms. Dec. 340, October 
18, 1917. 

5 Ex parte, Stiles, Pellens Coffee Co., 124 Ms. Dec. 334, October 17, 
1917. 

*Waldes & Co. of N. Y. v. Keystone Snap Fastener Co., 124 Ms. Dec. 
331, October 17, 1917. 











DECISIONS OF THE COMMISSIONER OF PATENTS 


Cray, A. C.: A mark for paints, consisting of the picture of 
the rising sun, in cumulus clouds at sea and the words “The Rising 
Sun,” does not conflict with a mark for paints consisting of the 
representation of the sun in the form of a seal with the words in 
the center “Sun Proof.” The whole idea of the latter is to indi- 
cate that the paint will withstand the hottest sun without injury. 
The opponent was not the first to use the picture of the sun as a 
mark for paints and cannot monopolize the sun as a mark for such 


goods.’ 
Goods of the Same Descriptive Properties 


Newton, C.: Macaroni, spaghetti and vermicelli are not goods 

of the same descriptive properties with toasted corn flakes. 
Quaker Oats Co. v. Mother’s Macaroni Co., 198 O. G. 899.)? 

Newton, C.: Canned fruits and canned fruit preserves are 
goods of the same descriptive properties.* 

Newton, C.: After dinner mints and chocolate candy are 
goods of the same descriptive properties.* 

Wuirteneap, A. C.: A self-shortened product for doughnuts, 
cake, tea biscuit and gingerbread, is not so clearly of different de- 
scriptive properties from pancake flour, buckwheat flour, self-rising 
wheat flour and pastry flour, that an opposition should be dismissed 
on motion. It cannot be held on such a motion that there is no 
danger of confusion.° 

Wuiteneap, A. C.: An application for the trade-mark “Ton- 
Ford,’ for an attachment to turn an auto into a truck was opposed 
by the Ford Motor Company. The goods are of the same de- 
scriptive properties with autos of the opponent’s manufacture, and 


?Patton Paint Co. v. Orrs Zinc White, Ltd., 124 Ms. Dec. 317, Octo- 
ber 15, 1917. 

* Kellogg Toasted Corn Flake Co. v. Vineland Preserving Co., 125 Ms. 
Dec. 458, February 12, 1918. 

’Beechnut Packing Co. v. NossKamp Bros. Co., 125 Ms. Dec. 455, 
February 12, 1918. 

*American Candy Co. v. Douglas Candy Co., 125 Ms. Dec. 332, Jan- 
uary 21, 1918. 


*Abraham & Straus v. Economy Pure Food Products Co., 125 Ms. 
Dec. 112, December 7, 1917. 
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the use of the mark would lead the public to believe the attachment 
was made by the Ford Motor. Company.’ 

Newton, C.: An abrasive metal polish is of the same de- 
scriptive properties with a cleaning, polishing and plating prepara- 
tion, which in use leaves a deposit of silver on the metal to which 
it is applied.” 

Cray, A. C.: Flat silk ribbons are an entirely different article 
from velvet ribbons, and incapable of being confused therewith, or 
substituted therefor.* 

Cray, A. C.: Rubber belts, hose, packing and mats, are not 
of the same descriptive properties with vehicle tires.* 

Cray, A.C.: A concrete hardening material is not of the same 
descriptive properties with varnish. Opposer claims that their var- 
nish will harden a concrete floor and has been sold for that pur- 
pose by them. Whatever the effect of a varnish, however it does 
not affect the composition of the floor to which it is applied. It is 
merely a surface coat that prevents abrasion.° 

WuirenHeap, A. C.: Animal feed meal, and fatty food prod- 
ucts for human use, are not so clearly goods of different descriptive 
properties that an opposition should be dismissed on motion. No- 
body would buy a stock food for a lard substitute, but might buy it 
as of the same manufacturer.°® 


What is a Trade-Mark 


Cray, A. C.: A trade-mark for a roofing material, consisting 
of cross lines forming squares, imprinted on the face of the goods 
and covering the whole surface of the material, is not a trade-mark. 
Any buyer would regard it as having a mechanical value, or as being 


*Ford Motor Co. v. Detroit Truck Co., 125 Ms. Dec. 337, January 21, 
1918. 

*Carisa Mfg. Co. v. Reckitts, Ltd., 124 Ms. Dec. 376, October 27, 1917. 

*A. Wimpfheimer & Bros. v. Carson, Pirie & Scott Co., 124 Ms. Dec. 
419, October 31, 1917. 

*Gutta Percha & Rubber Mfg. Co. v. Ajax Rubber Co., Inc., 124 Ms. 
Dec. 436, October 30, 1917. 

* Wadsworth, Howland & Co., Inc. v. Trussed Concrete Steel Co., 125 
Ms. Dec. 466, February 12, 1918. 

*N. K. Fairbank Co. v. Imperial Cotto Sales Co., 125 Ms. Dec. 483, 
February 15, 1918. 
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for ornamentation, and hence, not distinctive. The mark, assum- 
ing that it would be one, if localized in a corner of the roll, is lost 
by spreading it all over the surface. (Capewell Horse Nail Co. v. 
Mooney, 167 Fed. Rep. 575).* 

Cray, A. C.: The use of several letters to indicate different 
grades or styles of tags to which they are applied, destroys the 
distinctiveness of anyone of them. Such marks indicate grade or 
quality.” 

Cray, A. C.: The figure of the arrow, used on the tread of an 
automobile tire, is a feature of ornament and utility and not a sign 
of origin.° 

Cray, A. C.: A baseball score card, applied to the top of a 
candy box for use at ball games, is not a mark for the candy, but a 
separate thing. The mark is unregistrable. Anybody can print 
a score card on a box of candy.* 

Cray, A. C.: A manufacturer having used the word “Boule- 
vard” as a trade-mark for velvets and velveteens in piece form, use 
of the mark on ribbons cut by others from their goods, is no use of 
the mark on ribbons by the manufacturer that will entitled the latter 
to register the mark.° 

Cray, A. C.: Use on a rubber tire tread of the representa- 
tion of a maltese cross and a “T”’ shaped figure many times re- 
peated, is not trade-mark use thereof, but ornamental or functional 


use.® 
Extent of Right to Mark 


Cray, A. C.: Use of a mark on velvets entitles the users to 
claim the mark for velvet ribbons, these being in the legitimate ex- 


* Ex parte, Barrett Mfg. Co., 125 Ms. Dec. 437, February 7, 1918. 

* Denney Tag Co. v. Dennison Mfg. Co., 124 Ms. Dec. 399, October 29, 
1917. 

* Needham Tire Co. v. Hood Rubber Co., 124 Ms. Dec. 396, October 29, 
1917. 

* Ex parte, Charles F. Abel, 125 Ms. Dec. 393, January 30, 1918. 

* A. Wimpfheimer & Bros. v. Carson, Pirie & Scott Co., 124 Ms. Dec. 
419, October 31, 1917. 

*Gutta Percha & Rubber Mfg. Co. v. Ajax Rubber Co., Inc., 124 Ms. 
Dec. 436, October 30, 1917. 
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pansion of their business, but they cannot register therefor until 
they have so used the mark.’ 


Cancellation 


Wuiteneap, A. C.: The Circuit Court of Appeals has held 
that the Baldwin Company has the right to use the name “Howard” 
on pianos and that the R. S. Howard Company has the right to use 
the name “R. S. Howard Company” or “Robert S. Howard Com- 
pany,” but not the name “Howard” alone (6 T. M. Rep. 535). On 
the authority of this decision, a proceeding to cancel the registration 
of the name “Howard” by the former company must be dismissed.* 

Wuireneap, A. C.: A proceeding to cancel the trade-mark 
’ registered in the Patent Office was followed by a suit in 
the United States District Court, in which the registrant of the 
mark sought to restrain the petitioner for cancellation from infringe- 


“Aspirin, 


ment of the mark. A petition to suspend the cancellation, pending 
the outcome of the infringement suit, was denied. Judgment in the 
infringement suit is not binding on the Patent Office, and the pe- 
titioner has the right to a prompt adjudication of the Patent Office. 
No injunction has been granted in the suit, which would be affected 
by the cancellation, nor is jurisdiction in the suit dependent on the 
registration.* 

Cray, A. C.: A trade-mark registered for tags is properly 
cancelled, on the petition of one who has used it for a mark of grade 
or quality for the same goods. It is not necessary for the petitioner 
to show use of the mark as a trade-mark. It is enough that it has a 
right to use it, inconsistent with the exclusive claim of registrant.* 

Cray, A. C.: In a proceeding to cancel a trade-mark, con- 
sisting of the word “Arrow” and a picture of same for automobile 

*A. Wimpfheimer & Bros. v. Carson, Pirie & Scott Co., 124 Ms. Dec. 
419, October 31, 1917. 

*R. S. Howard Co. v. Baldwin Co., 125 Ms. Dec. 410, February 1, 
ie. United Drug Co. v. Farbenfabriken of Elberfeld, 125 Ms. Dec. 166, 
December 12, 1917. 


*Denney Tag Co. v. Dennison Mfg. Co., 124 Ms. Dec. 399, October 29, 
1917. 
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tires, the petitioner’s interest is shown by the fact that the registra- 
tion was used as prima facie evidence to cancel a registration of the 
petitioner, which included an arrow. The registrant also threatens 
to stop the petitioner from the use of the arrow entirely, on auto- 
mobile tires.’ 

Cray, A. C.: Dismissal of an application for failure to file in 
time is no bar to a cancellation proceeding. This is not an alter- 
native, but an additional remedy.* 


Abandonment 


Cray, A. C.: The addition of a new and better line of flour 
under an established mark is not abandonment of the mark. (Inde- 
pendent Baking Powder Co. v. Boorman, 175 Fed. Rep. 448; Prince 
Mfg. Co. v. Prince Metallic Paint Co., 1385 N. Y. 24 distinguished ; 
Royal Milling Co. v. Imbs, 223 O. G. 290, followed).* 


Interference—Burden of Proof 


Cray, A. C.: A registrant in interference proceedings must 
reply by affidavits to a prima facie showing of abandonment of his 
mark, before the junior party can be put to the necessity of taking 


testimony.* 


Opposition—A mending Application 


Cray, A. C.: An amendment of the application for registra- 
tion, before answering a notice of opposition, is improper, as it 
might raise a different issue from that put in opposition.® 


* Needham Tire Co. v. Hood Rubber Co., 124 Ms. Dec. 396, October 29, 
1917. 

* Needham Tire Co. v. Hood Rubber Co., 124 Ms. Dec. 396, October 29, 
1917. 

‘Mammoth Spring Milling Co. v. Ball & Gunning Milling Co., 124 Ms. 
Dec. 463, November 8, 1917. 

‘Dixie Motor Car Co. v. Dixie Mfg. Co. v. Fahrzeugfabrik Eisenach, 
124 Ms. Dec. 435, November 2, 1917. 
*Tronite Co. v. Standard Oil Co., 124 Ms. Dec. 389, October 27, 1917. 
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What May Be Registered 


Cray, A. C.: Where applicant has used the letter “K,” as a 
trade-mark, only as the initial letter of the word “Koh-i-noor,” it 
cannot register the letter separately; it has never been used as a 
mark per se. If applicant wants to register the letter, he must use 
it alone.* 


1Ex parte, Waldes & Co., 124 Ms. Dec. 333, October 17, 1917. 





